Remarks 

I he Applicants rcufllrm the election of Claims 1 4 for immediate prosecution. ( 'hums 5 
l'i ha\e been cancelled. The Applicants rcscr\ c the right to file one or more divisional 
applications directed to the subject matter of the cancelled claims. 

The Applicants note with appreciation the I -Examiner's helpful comment concern me Claim 
4 and the rejection under 35 C.S.C. 12. Claim 4 has been amended to replace '"organic" with 
"inorganic." Withdraw al of the si 15 rejection is respect full) requested. 

The Applicants ha\c amended Claim 1 to specif) that about 1 A. to about ' by area of the 
surface of the iron powder is covered with the inorganic compound. Support may be found in 
paragraph [ou32] m the .Applicants' Specification. 

The Applicants ha\e added new Claims 1 1 22. Support for Claim 1 1 may be found in 
paragraph (nn40). Claim 12 is similar to original Claim 3 except that it depends from Claim I I . 
Support for Claims 13 and lb may be found at paragraph [0()32|. Support for Claim P may be 
found at paragraphs |nn3 1 j and [t)()5Sj. Support for Claims 14 and 1 S may be found in paragraph 
!<><)31 ]. finally. Claim 15 is similar to original Claim 4 except that it depends from new Claim 14. 

Claims N 22 aire modeled after Claims i 4 except that Chum 1 further recites the 
quantities of C . Si. \ln. 1 } and S present m the iron powder particles. Support may be found in 
paragraph j < n >4h |. 

fuming now to the merits, the Applicants respecttiill> submit that none of the cited 
references disclose, teach or suggest the claimed eo\ ering rate of about 1 " to about .. b\ area of 
the sur!ace *C the iron powder. Carefiil serutmy o; ah ol ;hc pnhhcation> applied under 35 I SA . 



: 1 1 C iv \ cals their utter failure to disclo.se. either explicitly or implicit!) . e\ cry claimed aspect as 
recited in amended ( dami 1 . 

for example. Japka discloses thai an alloy material substantially co\ crs the surface of the iron 
particles. This is essentially a disclosure that the surface of the iron particles is about loo 11 ,, eo\ered. 
This is reinforced w ithm Japka at ( olumn 2. beginning at line 54. w herein Japka teaches that the 
premix composition of CM 3 and alloy material are prepared by intensixcly mixing the respective 
powders to enable the alloy powders to suitably cover the (TP material. It is clear from this 
disclosure that il is the intention. by \ irtue of the intense mixing, for the alloy powder to fully co\er 
the (TP pow der particles. This is not w hat the Applicants claim, 

In Ogura. oxide is formed by a reaction between metal elements in the iron powder and 
oxygen gas. As a consequence, oxide on the actual surface of the powder particles, and not in the 
vicinity of the surface or near the surface, w ould be \ cry small in total content. This can be observed 
by reference to Column 4. lines 2~ 3o of Ogura. It should also be noted at Column 5. lines 52 
50 of Ogura that oxidation is per formed at a considerably low temperature of loo 2oo°( ' and. as 
a consequence, the alloying element could hardly segregate at the actual surface. As a consequence, 
the covering rate of less than about 1 ! o> in Ogura w ould be expected by those of ordinary skill in the 
Accordingly. ( )gura falls outside of the claimed range. 

Kindlimann essentially suffers the same deficiencies as Ogura except that nitride is formed 
by nitrogen gas. Although a higher temperature is suggested by Kindlimann. any segregation of 
alloying element to the actual surface is simply not taught or suggested. This can be seen at Column 
, : . hn.es 22 ni \ccoi\!::ig!\ . dofasion oi mtrogen into the iron i>utinie^> steel) particles oi the 
powder to form nitride is suggested. \ga:n. one o: ordinary skid :n the art would not expect a 



covering rate of about 1".. - about w,, as recited in amended Claim 1 . Thus. kmdhmann is outside 
of the claimed ranee and is inapplicable. 

I Ustukiun. in one of their h.xamples. which is the onl\ iron l:\aniple. discloses thorium 
nitride. This is formed h\ appUing thorium nitride solution to the iron. ITistukian teaches at 
Column S. lines () ]u that the reaction occurs "almost instantaneous!) .** Consequently, the 
covering rale would be expected by those of ordinal") skill in the ail to be lon", ( . A cam. this tails 
outside of the ranee set forth in Claim 1 . 

Moro discloses inorganic insulating material being mixed with iron powder anil insulating 
resin as shown in hie. 1 or dispersed in the insulating resin and mixed with iron powder as set forth 
in Column (k lines 22 43. It is quite difficult to specifically define the covering rate in such a 
surface treatment. 1 low ever, one of ordinary skill in the art would not expect lor the covering rate 
to be within the claimed range. 

As a result of the failure of the above disclosures to disclose the claimed covering rate of 
about 1" i. to about h\ area, the Applicants respect fully submit that they are inapplicable under 
35 C.S.C. >il<>2. Withdrawal of those rejections is respect lull) requested. 

There are additional reasons wh\ those disclosures do not apply to amended Claim 1 . l or 
example. Moro discloses TiC and I i\ as an insulating material at Column (\ lines 23 I his 

disclosure conflicts w ith the tact that the electric resism it) of those tw o compounds is 2 x In 12 -m 
and 2. 1 " \ 1 1) 12 in. respcctiN el) . Accordingl) . it simply does not make sense to use TiC or fi\ 
as insulating material tor the purpose disclosed at Column 1. lines 23 25 of Moro. In fact, 
at: heat ion of the inorganic compounds ha\ mg an eleclric resist i\ it) of i \ 1 1 < T2 m or less does not 



make sense for the same reason. Therefore, \loro is utterly inapplicable to Claim 1 . It should also 
he noted that "titannf is 1 1( ) ; ha\ my an eleetne resistix it) of more than about 1 \ 1 < ' ' V. m. 

With respect to new Claim 1 Moro would not he applicable because the compounds are co- 
added w ith an insulating resin, thereby remo\ mg conductive connections betw ecu the iron particle 
and the inorganic compound. In the case of new \\ added Claims 1 4 and 1 S. an iron particle coated 
w ith insulated coating w ould hardly be expected to ha\ e an) reducing action. I hus. Moro w ould 
not appl\ to those claims as well. 

Japka fails to disclose an eleetne resistivity of the inorganic compound as being about 1 \ 
1<C o-m or less. The Applicants note that a discussion of "lintanium oxide" is insufficient as 
disclosure for an inorganic compound hav ing an electric resistance of 1 x 1*)"" [} m or less. As an 
example. Ti(); has an electric resist i\ ity higher than 1 x 1<C <>-m or less. The .Applicants m\ ite the 
hxammcCs attention to Table 1 in the Specification and Document 1. attached hereto, at page 2(o 
in which electrical resistance is roughly estimated by reciprocal transformation of electrical 
conductix it) . Document 1 contains excerpts from *i ; nehiridion of Oxides: (original!) issued in 
Moscow in \ ( H) ( ); translated to Japanese and issued by Vugen kaisha (limited pnxate compan) ) 
\isso Tsushinsha in June 3n. 'C'~<>; released b\ Kabushiki Kaisha (Corporation) Agune. Also, it 
must be reah/ed that metals disclosed by Japka. which are elemental metals, are not "inorganic 
compounds'" as recited in the solicited claims. 

With respect to new ( 'hums 14.1" and 1 S. those claims are patentable because the organic 
binder used to attach the compound in Japka would inhibit conductix c connections and w ould not 
increase reducine action. 



( )gura Tails to disclose an electric resislh in ■ of 1 \ 1 ( >^ 12 -m or less. [ )isclosurc of an "oxide" 
is not sufficient disclosure to indicate that an inorganic compound lias electric rcsistix in of 1 \ 1 " "* 
12 in or less, l or example. Ti( ): has an electric resistance more than 1 \ 1 ' > " 12 m. w hile 1 1() is less 
than about 1 \ In". The Applicants again unite the [examiner's attention to Table 1 in the 
Specification and Document 2. attached hereto, at page 20. Document 2 contains excerpts from 
'"( "onductix e ( Kides" ( fourth printing ( re\ ision I issued on ( )ctober 1 5. 1 attributed to Nomio 
I'suda. keiitiro Nasu. Atsushi fujimori and Kutchi Shiraton: issued by kabushiki kaisha Shokabo). 
It cannot be determined which one Ogura is trying to identify. .Also, according to Document 1, at 
least the electric resistance of AUX. Si() : (page 2o4). V : ()< (page 205 to 200). Y(K Mn() (page 
200) are higher than 1 x 1 ( > ^S> in. further, there is no suggestion that the electric resistance of (Y;(); 
(page 200) at normal temperature should be 1 x lu*12 m or less. 

Kustukian also tails to disclose an electric resistivity of an inorganic compound being about 
1 x In" 12 m or less. According to Document 1. at least the electric resistances of Ti(K Al;():. Si(); 
(alreadx demonstrated). Be( ) (page 203). \lg() (page 2^4 ) and I (V (page 2H ) are higher than 1 x 
Mi""!] m. f urther, there is no suggestion that electric resistance of t'aO (page 2o>). V ( ):. XrO : (page 
2 OS). 1 a ; ( ) .. CeO; (page 200). Hf(K WO (page 2"(M or ThO; (page 2^1 ) at ambient temperatures 
should be 1 \ 1 o '{} m or less. 

l.uk only disclose metals, not an "inorganic compound/' As noted abo\e. elemental metal 
is not an inorganic eompound. 

\r\idsson tails to disclose an electrical resisti\it> of an inorganic compound being about 1 
x ! o * 1> ir, or less. I nfortunatclx . \ ( )- lias an electrical re>i>ti\ in oi\> x i" 12 ni ( Documcni i. 
page 2ooi. w Inch, i- more than die claimed electric rcsisti\it\. ( )n the other hand. V ( ) ha- a 



rcsistivitv loss lhan about ] \ In ' o -m ( Tabic 2 in the Spcci llcalion and Document 1. page 2'oi. 
1 low c\ or. Arv idsson docs not sav w Inch one he means. The electric rcsistiv ities of I i( ) - and Ti( ) 
ha\ e been discussed abo\ e. I bus. disclosure of "titanium oxide" or "*v anadium oxide" does not 
pro\ ide sufficient designation to those of ordinary skill in the art to w hich \ alcncv of titanium and or 
vanadium is meant, f urther, according to Document 1. at least the electric resistances of some 
oxides of Al (A !;().). Si (Si() : ). Mn (MnOh he (I e : () : pace 2(>~). Co (Co(): page 2<r>. Cu (Cu(). 
etc: pace 2(0. Nh (\b : ().; pace 2() l >). Ac (Ag(); pace Sn (Sn() : : pace 2o9) and Hi ( Bi.T ) .; 

pace 2~<0 are higher than 1 x In" L> m. 

further, the electric resistivity of MnS is 1 x in" 12 -m. which is nore than the claimed 
amount. Also, there is nothing on the record that indicates that the electric resistivity of f ed* is 1 
x In" o -m or less. 

With respect to the metals disclosed by Ar\ idsson. namely ( 'u. \i. Mo. Ti or V. they are not 
inorganic compounds. 

W ith respect to new Claims 14. 1 ~ and 1 S. those claims are patentable because the organic 
binder used to attach the compound m Ar\ idsson w ould inhibit conducm e connection and w otild 
not increase reducing action. 

final!}. Batchelor docs not disclose inorganic compounds on an iron particle. Instead. 
Batchclor discloses metals, which are not inorganic compounds. Also. Batchclor suggests that 
halogenatcd organic compound is dehalogcnated bv a receiving electron from 11; hv the catalvtic 
effect of the metal on zero valence metals such as iron. I his is set forth in Column 5. lines 2 ; 42. 
How cv cr. such a catalvtic effect is not know n for such an organic compound. In sharp contrast, in 
the inv enlion. the halogenatcd. hv drocarbon receiv es an election from the iron pow der w ithout the 



aide of intermediate II and the existence of the inorganic compound on the surface of the iron 
particle accelerates the function of providing the electron to the haloe;enatcd Indrocarhon. 

As a consequence. Batchelor fails to teach or siteecst the claimed invention. 

Withdrawal of the 35 I .S.C. ^ 1<>2 and 1<»3 rejections is respectful!) requested, based on the 
clear differences of the m\ ention as recited in the solicited claims over the prior art. 

In light of the foregoing, we respectful!} submit that the entire Application is now in 
condition lor allowance, which is respectfull\ requested. 

Respectful!) submitted. 

T. Daniel Christenburv 
Reg. No. 31. on 
Attorney for Applicants 
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